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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

More specifically, claim 1 requires the "placing of a part ... on a current- 
conducting holder coated with an insulating material" (see lines 2 and 3 of the claim). 
Claim 1 further requires the method to be "characterized in that the holder of the part is 
externally coated with an electroinsulating material" (see lines 5 and 6 of the claim). 

Please note, the Examiner is interpreting the claim as though the 
electroinsulating material and the insulating material are the same, i.e. that the later 
limitation regarding the electroinsulating material is further limiting the insulating 
material referred to. Based on Applicant's specification (see examples 1 and 2 on page 
4 of the specification noting the holder to be an aluminum wire with or without the 
insulating coating at the air-electrolyte interface), this interpretation appears to be most 
in keeping with Applicant's disclosure; however, should Applicant intend the materials to 
refer to separate coatings the Applicant should make this clearly denoted. Additionally, 
if it is indeed Applicant's intent that the materials refer to the same coating it is further 
suggested that Applicant amend the claim such that the material is referred to by the 
same name, i.e. either electroinsulating material or insulating material, so as to be 
consistent and to avoid any potential ambiguity. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by anticipated by 
McNeill et al., (U.S. Pat. No. 3,293,158) (hereinafter referred to as "MCNEILL"). 

Regarding claim 1 , MCNEILL teaches a method for producing heavy protective 
coatings exhibiting a high adhesion on parts of valve metals or alloys thereof by micro- 
arc oxidation (see generally col. 1 lines 13-18 teaching the method for producing a 
coating on a metal from anodic spark reaction, i.e. micro-arc discharge) comprising: 
placing a part in an electrolyte on a current-conducting holder coated with an insulating 
material (see col. 2 lines 26-49 teaching the anode comprising a portion of which is 
exposed to the electrolyte and a portion which is covered in an insulating material), 
producing a working voltage between the part and the electrolyte (see col. 2 lines 26-49 
teaching the voltage being supplied between the anode and the cathode to produce a 
working voltage as claimed), raising the voltage until a micro-arc discharge is originated 
(see figure 1 teaching the voltage being raised; see also col. 1 lines 19-24 teaching the 
raising of the voltage such that dielectric breakdown occurs, i.e. where sparking or 
discharging occurs), characterized in that the holder of the part is externally coated with 
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an electroinsulating material at the air-material interface (see col. 2 lines 36-38 teaching 
the masking of the anode specifically at the air-electrolyte boundary). 

3. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipated by anticipated by 
Patel et al., (U.S. Pat. No. 6,197,178) (hereinafter referred to as "PATEL"). 

Regarding claim 1 , PATEL teaches a method for producing heavy protective 
coatings exhibiting a high adhesion on parts of valve metals or alloys thereof by micro- 
arc oxidation (see generally col. 3 lines 20-47) comprising: placing a part in an 
electrolyte on a current-conducting holder coated with an insulating material (see col. 5 
lines 43-50 teaching the body 14 to be coated placed on electrode 15 which has been 
coated with an insulating material), producing a working voltage between the part and 
the electrolyte (see col. 5 lines 60-62 teaching the application of a voltage between the 
various bodies 14), raising the voltage until a micro-arc discharge is originated (see col. 
5 line 61 -col. 6 line 1 teaching the increasing of the voltage to generate discharge 
originated), characterized in that the holder of the part is externally coated with an 
electroinsulating material at the air-material interface (see col. 5 lines 44-46; see also 
figure 1 below depicting the insulated electrodes 15 as extending through the air- 
electrolyte interface). 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1) U.S. Pat. No. 6,238,540 to Timoshenko et al., teaching a method for 

microplasma electrolytic processing of surfaces of electroconductive materials 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to BRYAN D. RIPA whose telephone number is 571-270- 
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7875. The examiner can normally be reached on Monday to Friday, 9:00 AM to 5:00 
PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexa Neckel can be reached on 571-272-1446. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Harry D Wilkins, III/ 

Primary Examiner, Art Unit 1795 

IB. D. R.l 

Examiner, Art Unit 1795 



